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RESPONSE TO PETITION 

UNDER 37 CFR 1.182 
SEEKING SPECIAL 
TREATMENT OF DISCLOSURE 
STATEMENTS , AND 
DECISION ON PETITION 
UNDER 3 7 CFR 1.18 3 
SEEKING WAIVER OF 
REQUIREMENTS UNDER 
37 CFR 1.98 



^ ^ ?H«%nrrent reauirements for Information Discl9sure 

from the current requiremeiiut^ w ^ j^j- special treatment 

^^^''waiver a?e SadI in vieS if Iht rSSd to file Multiple 
^^^SiY^^tfonl relit inq to different aspects of a particular 
applications relating uou also contains a request seeking 

JSJSfss^Sn t^LLit^prigf art submissions on co^^ 

ISlerSf t^l^P??or^S?t^lSbS^sS?oS' ^I^e^pltpfin^iSdS^'s^ CFR 
? is rlaSesting relief from the § 1 . 98 , provision which 

-■■••^ •;-^o%f??na naner copies of references m each of , many. 
rl?ated%ppii?it?ogl whe?e^?h2 references are being citea i 

Petitioner . 

The petition under 37 CFR 1.182 requesting special treatm^^ of 

^SrrefS?enSls is Ml^^ to the extent set forth below. 

The Decision is set forth in five parts: 



by 



Part I . 
Part II. 

Part III 
Part IV. 
Part V. 



Background ^ 
Petition Under 37 CFR 1.182 

Treatment ^ ^ ^ ^ 

Petition Under 37 CFR 1.183 

Summary 

Further Correspondence 



Special 
Paper Copies 



Part I . Background 

15? ^r^^^di^ 'if". II l^^-Ail^^r^^^' 
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different aspects °f f jS^^^^^Spp^ndix jjepSJed'b^ TecWogy 
supplement to the petition. An awenaix^ applications have 

Center 2800 indicates aPP^o^^^^^'^f ;!;'^rp^^u^oi oav Center 2800. The 
bISn classified for examination in Technology <^enu ^ ^ 

gIfSnce of about 3 0 applications are in five o^J?^.^^ indicltes 
?^S^^^^-lSf?r;iStLJ.'Dis?;LSS^c!?SSL^ List Ls m excess of 400 



that an ^^—--^ . 
reference cxtations. 



V. ■ r.f Information Disclosure Statement is 

a prima facie case of ^"P^^^"V^?ormat ion Disclosure Statement 
til§}°!r?hS"SaSSer??e5?r?Se^"Sn? CFR 1.97 and 1.98. 

part II. petition Under 37 CFR 1.182 - Special Treatment 
The petition requests the establishment of an Offici^^ 
Sir!Mj^?h^°Sx^m?SlrS^Si J^U're^^^o^llSr?h that classification. 

AS is the case with all search Digests their creation 
SLfSmess is.^o^tinually evaluated The Off discovered. 

?S2%^?t?iilSr rrieSSiSy^o'f^ge ?|tati9nB at |^is time^is 
Sncertain because P^txtioner has suppliea no^^ p^^^ digest (s) 

of the citations. The Off ice will nou ^^^^^ ligations as 

created be searched for each otcneou application is withm 

^i?^?SfnSforSnf dfScrS??or5i^?ndividg?l examiner based on 
thi claim(s) of that application. 

The petition also mentions the |-bmission of additional^^c^ of 
the references on compact disc for ^xam - 

which appear to i^^.^9^5|f^^ecS?d of SS? Implication and. cannot be 
made part of the Official recora or ax y submission of an 

relied upon for meeting any requirement tor V f^^^^ 
information disclosure statement^ There i^ 

information in the petition concerniy ^^^^s any other 

software requirements to accord the comg Office has a pr9cedure 
status. Farther as discussed beiow without paper copies for 
for electronically f^^^^^tting ciuauiu ^ not clear why 

diScl is required in this decision, 
petition under § 1.182 is Dismissed. 
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Part III. Petition Under 37 CFR 1.183 - Paper Copies 

37 CFR 1.98 requires that any iSf-?-|i?Sns'S?'StKe? infSS^ion 
provide a copy of Pf |f |^/^Si^?derS?ioS b? the Office. 37 

submitted ^^der 37 CFR 1.97 for §9^-1°^! ^^^Iments are 

?^LldILnrrl^l^d^K°tSf^Sl?clfiSS in which they are fried. 
ieS alls MPEP 609, pages 600-118 and 600-119. 
paper copies: petitioner notes tha^ 

gSln° i!&"in'r^9a¥d\^ i^|rt|^^^ o?^ ^S5^^??JXt ion 

Petitioner requests that ^^dividual paper copies instant 
brought to the attention of the Of f ice in reg 

individual application the ^JoJ-^^JJ^tSd "bulk filing- 
required, to &e submitted in ^ach related r,u^^^^ complete sets of 

S&r^?opiSs brpe-itted^?o^bi"liiid as a substitute for filing 
in each application. 

?«£?LEr?n''ia^g^oi'^!?o'§ppl5?ilioj;^? l^r^UJ^^^ have = 
(1) Three complete sets of paper copies of each IDS citation 

submitted; ^ , 

g^lSbStld in Snfrthe'-holding-^application; 



nl The other related pendi 
referred to as the "bulk filing" 
containing a Papfr set of the re 
;=innlications wxll contain onner 
di?isiSn on petition permitting 
Form 1449 (or equivalent^ . The p 
^v^P> '-^aoer referenceo uhay ^re uo 
complnSium, which numbering will 
PTO-1449 form. 



nq U.S. applications, hereafter 

applications, be exempt from 
ferences; the bulk filing 
information, e.g., a copy of the 
such procedure, a _ copy of the 
etition does not indicate whether 
be submitted as a numbered 
correspond to the numbering m a 



(4) The information supplied via the bulk filing IDS will be 
updated approximately monthly. 

once past the initial IDS submission, the petition proposes the 
waiver to apply to updates. 

suspension of action: In view of the use °f^the^nstant^^^^ 
Application as a holding application ao^con^ be consulted by 

^.Lnitk'n-e^l^^ the -her^bulk filing 

the instant holding application will be trea^ without a 

application can remain as the noiainy alternative not 

Slfeli^if tgf pSeiUoS°is"??araS^altt;nlte application may be 
delighted as the'^holding application. 
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Sf.the waiver be desired by the Off ice^^^^^ record.. 5n such 

written notice to tne coixebPYii^c . where paper copies would 

Different Technology Centers: It appears fr^^^ 

Petitioner intends to cite every reference references will 

330 applications ^^^^^ ^'^Vf^s^PllevInt or cumulative of those 
be omitted because. they ^re less reievanu least 30 of 

already 9f record in ^P^^^^icular application ^^^^ 
the applications are of ^^g^g^^^^^ent tec ^^^^y^ ^^^^^ 
in 5 technology centers oucsiae xc^iii 28 0 0 will be examined m 
applications outside . Technology Center 28 00 wii Technology 
areas without convenient access to the paper oup requested more 
?eS?L 2800 The 5 other technology centers have^ petition 
access to the PfP^r copies than the rexiery ^^^^ 
for all 330 applications will afford^ ic IS -^.^^tion when 

petition why siting every reference in eve^ required. by 

they are in . such diverse tecnnoiogieg filing paper copies 

§ 1.56. Relieving Petitioner of the ouraen will create an 

in applications °^tside Technology ^enter^HUU 

additional burden o^^the examiners of tnose pp^^ 1.98. for U. 
also possible for applicant to ^ions by submitting 

Patents and ?atent application P^^}^^^^^^''^^^^ petitioner has not 
5;SS??Sterwhy"a'Sliver"To?t^h*bs?^applications filed outside 
?lchnol5gy Center 2800 is necessary. 

• • -3-7 rPR n 183 Drovides relief for extraordinary 

Decision: 37 CFR i.iBJ ^tl^.-.^tZc cint^-npnsion of any requirement 
situations, when justice requires ^^JPf^^^^J^t of tie statutes, 
of the regulatiOTS which is not ^^^^g^^^^^ould applicant be 
The instant petition urges that not only wouiu yy copies of 

spLed the necessity °f ^^g^i^^^Jfons^ JS? allo^tL Office would 
U.S. patents m oyer , 300 applications uuu duplicative sets 

benefit from not haying to handle and store unep 
Sf copies. While there . may be some negative etteccs .^^j^^^ 
gffice's Point.of view in terms of mak^^^ 

different examiners handling the various pp justify waiver 

balance, .there seen to be sufficient oen Technology Center 

^?00^'%i?h'respec?"to^?holi'ap?li?S?ions being examined outside 



IS 

U.S. 



'The instructions for submitting an e-IDS can be downloaded 
ht;p://www. uspto.gov/ebc/efs/downloads/documents/EFSePAVE_April23 



pdf . 
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as SS??t^?nif aSdrSiS ^!«"St!?e methods c£ compliance . 

^ . . TTTR 1 183 is granted to the 

SS?°eSf ?§SiaS§ IS^^SnSSr'^SSlMJmf Sn^-oonditiln. as are set 

forth below. 

The § 1.98(a)(2) requirement for (the ^^^^ SS?^ed in 

eSSh IDS citation in a bulk frlrn^^^ Center 2800 

Sov^ded ^Sit"?hl^?iilSwiSg%'conditions are compared wxth: 

X) Three paper copies of each IDS citation are or have 
been submitted to the Office; 

2) Each (bulk filing) application for which w^^^ of 

S?Pis'?on?Sin!nf rifatid technology; 

3) The information is or has also been cited m the 
holding application; 

note:. Applicant is --^^^tTAllVn^^ll^ i^^^ 
filina application eyery.item 9^ i^^^^^o^id be cited in each bulk 
instSgt Sglding. application^ Items sh^^^ materiality to 

Ji''SIr???iiaf claiS a\SrbSlk filing application and what 
Sch^?iece of information teaches. 

. ^ ^♦-^^ (fnY the requirement to supply 
A waiver is not granted (for cne icy ^^-j^^^ 

Spg!!?JtfoiT SL?S SI ct^apSS iS nS?-?^ ^n^t .eln, made in 

tSi inltaSt holding application . 

\, A copy Of this Decision is filed in each bulk filing 
applicitioS fSg'^which waiver is requested; 

5) Explanatory information related to a ^J^l^p^f ^^g^age 
citatiin, su^h as the concise J^l^JJg^JJtSd in the H9lding 
I^Sfi^a^fo^mSst^elS^pUid iS each bulk filing application 
5Elre ?he citation is made. 



The Office accepts and spe 
. ^^T^afe the waiver grant m reg 

P 1 " S"deSf?e§^£f SS>I|! 

Of tne waxvc correspondence 

sMr Lk^is?s^r^|tfoe^|he 

traSiition/continuing period after t 



r'if'irallv reserves the right 
ard"to§ 1.98(a)(2) without 

a two month period will oe 
to be supplied m all _ . . ^ 
made. Should a termination 
ce the Office will provide 

address of record, 
eturning to compliance witn s 

reof and no _ , 
ermination is required. 



7) 



^ ^y,^ ^ 1 netition re § 1.98(a)(2) does 

The grant of the § l.lSi pet-i^-L^j 
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;SlatSl aggllcations or (2) as a ^gS patent issues (35 U.S.C. 
5?P1?=!Ir".B01? aS§ HPEP 2202) Should the^jnstl"^^ ^ ction 

T ' -1 on become abandoned, tne isbuc^ taken up at that time. 

event tne '}"-tz^t,^ff\ne to do so. 

interest of the Ottice cu ^ t- f 37 CFR 1 98 

,n anJ'appir=-."oi^^.?ir"SxroilS5e°L^?Inlf?S,lo?.on o. that 

^^"''TZ copies will be submitted as a -.gendiu. with the 

reference numbering ^Jjl^Jnlerii ^he compendium. 

presentation uj- ^^^^ 

Part IV . Summary 

^ . .7 CFR 1 182 requesting special treatment by 

relief 9^^"^ . 'r, ^-7 ppp 1 56 . 

compliance with 37 CFR i-^b. copies 

^rerc^^^^i^i?2?LriS-aioiri£i-r^^^^^^^^^^^ 

^^^creation of Official search classifications and the 
mandatory search thereof. search classification 

The establishment °f cited in the IDS and 

containing all of the referenc ^^^rch that 
that the examiners be requiie^ 
classification . 

Part V. Further Correspondence 

. .H^h resoect to this matter should be 

Any correspondence with respecc 
addressed as follows: 

mail- Assistant Commissioner for Patents 

By mail. 

Washington, D.C. 2U^Ji 
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